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Different Phases

* Pre-lodgment
* Lodgment
* Post-lodgment
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Pre-lodgment

« Search and analysis of Prior Art

» Drafting a Patent Specification
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Why Preliminary Searching

« Patentability
Novelty of the Invention.
Non-obviousness of the Invention.
Usefulness of the Invention.

* Infringement
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Prior Art Search in general

 Patent Prior Art
« Non-Patent Prior Art
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Various Search Engine

http://www.uspto.gov

http://www.epo.org

http://www.wipo.int

http://www.delphion.com

http://www.ipindia.nic.in

http://www.indianpatents.org.in

http://stheasy.cas.orq

http://www.sciencefinder.co.uk
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Patent Specification

“A Techno-legal document describes about
technical aspects of the Invention in a manner to
meet the requirements of the Patent law.”
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Types of Specification In General

* Provisional

« Complete
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Provisional Specification

Describes essential features of the Invention

Does not require claims and abstract

Secure the Prior right

Liberty to develop the Invention

* Get time for testing commercial possibility of
the Invention.
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Complete Specification

* |Is filed within 12 months from the date of the
provisional application

* Include improvement associated with the subject
matter of the provisional application

« Subject to examination

* Subject to acceptance & grant
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Contents of the Specification

Title

Field of the Invention
Background of the Invention
Summary of the Invention
Description of the Drawings

Detailed Description of the
Invention

Claims
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Title of the Invention

« Short & Precise

« Consistent with the Invention
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Field of the Invention

* Indicates general class of the Invention

« Specificity of the Invention
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Background of the Invention

General State of the Art
Related Art

 Problems associated with the Related Art

Objective of the Invention
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Summary of the Invention

* Principal embodiment

 Preferred embodiment
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Brief Description of the Drawin

Describes the Drawing figure
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Detailed Description of the Invention

Explain the detailed nature of the Invention

Explain the Principal embodiment

Explain the Preferred embodiments

Explain the drawings fig. & figure numeral

Explain the complete experimental procedure

Examples
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Claims

Introductory Phrase
Preamble
Transitional Elements
Body of the Claims
Dependent Claims

Multiple Dependent Claims

Omnibus Claim =
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What is claimed is:

A process for producing compound
X, consisting essentially of :

reacting compound Y in the
presence of a base and an aprotic
solvent.......
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The process according to claim 1, wherein

A process according to any of the
preceding claims and as substantially herein
described with reference to the description
and the examples.
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Abstract of the Invention

“ a short summary or condensed version of
embodiments, which take out the essence
of invention”
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Conclusions

-Preferable to conduct a search for novelty from database
and through other information sources.

-- Analyze the complete prior art and clarify how the
invention differs from the information known in the prior
art.

-- Each part of the specification should be described in
brief.

-- The utility and advantage of the invention should be
clearly mentioned.

-Claims should sufficiently define the invention.
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Types of Application

 Divisional Application
« Patent of Addition
» Continuation Prosecution Application

» Continuation in Part Application
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Divisional Patent

“A divisional patent application 1s usually based on
parent patent application, but contains claims that are
different than those in the parent application. It 1s filed
In response to a restriction requirement that 1s imposed
by the Patent Office. *

- only can file while the parent application 1s pending

March 3, 2005 ©2005 LEX ORBIS 4



- cannot file once parent application issues as a
patent or is abandoned

- will have to elect the patent claims that he or
she wishes to pursue

- remaining patent claims may be pursued later in one
or more divisional patent applications

- accordingly title and description should be consistent

term will be same as Parent application
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Patents of addition

“An application is made for a patent in respect of
any improvement in or modification of an invention

described or disclosed in the Parent application”

- Patent shall not be granted as a patent of addition
unless the date of filing of the complete specification was
the same as or later than the date of filing of the complete
specification in respect of the main invention.

- A patent of addition shall not be granted before the
grant of the main patent.
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Term of Patent of Addition

- The term of a patent of addition would be equal to the patent for
the main invention, or for the remaining term of the main patent as has not expired.

- If the main patent is revoked, upon making a request, the patent
of addition shall become an independent patent for the remainder of the term for the
main patent.

- No renewal fees is required to be paid for a patent of addition, but
if such a patent becomes an independent patent, the same fee shall be payable as if
the patent had been originally granted as an independent patent.
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Continuation Prosecution Application

“A Continuation prosecution application filed
during the lifetime of an earlier non-provisional
application, repeating same description of the
earlier non-provisional application  with
additional new claims.”

- only can file while the earlier-filed application
IS pending
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- cannot file once parent application issues as a
patent or abandoned

- include an appropriate reference to the prior
application

- have at least one inventor in common with prior
application

- using same text description with additional claims
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Continuation 1n Part Application

“A Continuation-in-part is an application filed
during the lifetime of an earlier non-provisional
application, repeating some substantial portion
or all of the earlier non-provisional application
and adding matter not disclosed in the said
earlier non-provisional application.”
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- usually contains all of the same parts and must
meet the same requirements as a parent application.

- only can file while the earlier-filed application is
pending

- cannot file once parent application issues as a
patent or abandoned

- include an appropriate reference to the prior
application

-have at least one inventor in common with prior
application
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What does it mean by?

the earlier-filed application is pending---
A - Original Patent Application
B - 15t Continuation Application
C-> 2nd Continuation Application
If A 1s still pending---
If A 1s 1ssued but B is Pending ---
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What does it mean by?
at least one inventor in common with prior application-

Application discloses : The New Compound ‘X', The method of making the
compound ‘X’ and use of the X’ in antibiotic.

Application also discloses: The method of making the compound ‘X’ can be
used to make structurally similar compound and that group of compound have
some anti-inflammatory properties.

Original application claims: The New Compound ‘X', The method of making the
compound ‘X’ and use of the ‘X’ in antibiotic.

15t Continuation application claims: Method for making similar compound.

2"d Continuation application claims: Use the compounds as anti-inflammatory
agents.
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Substantive Amendments

(As per Ordinance 2004)

Product Patents for ‘Food’, ‘Druqg’, and Pharmaceuticals’

Section 5 of the Indian Patents Act, 1970 has
been deleted.
« Patents will be granted for all categories

of inventions From January 1, 2005.
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Product & Patentability

Types of products which fulfill the patentability
criteria:

New drug molecules
Synergistic combinations

Combination of new chemical entities with a known
compound

Agrochemicals

New Chemical products, in general

Organometallic compounds
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Optical glasses, semiconductors, Intermetallic
compounds, Alloys

New food articles

New products resulting through bio-
technological, microbiological or biochemical
process

New product derived from natural resources
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Patentable or not?

What will be the Patentability Criteria?

Structural Isomers:

Structure different and Properties same???
Structure different and Properties different???

Homologs

Stereo Isomers

Polymorphs:

New polymorph of same active with new

properties???
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new polymorph of same active by
new process???

Metabolites

Prodrugs

Hydrates
Acid addition Salt

Other derivatives
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Restrictions on ‘New Use’ diluted
Sec.3(d);

“The mere discovery of any new property or new use for a known
substance or of the mere use of a known process, machine or
apparatus unless such known process results in a new product or
employs at least one new reactant.”

The Ordinance says,

“The mere discovery of any new property or mere new use for a
known substance or of the mere use of a known process, machine or
apparatus unless such known process results in a new product or
employs at least one new reactant.”
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Lodgment & Post-lodgment

*Filing Phase
=*Examination Phase
»Grant Phase
*»Opposition Phase
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Filing Phase

Convention Filing
PCT Filing
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Convention Filing

*Application Document
—Form 1

»File the form without the Signature of
the inventors — then file it within 3 months
with inventors signatures

—Form 2
*With specification
—Form 3

*Section 8 obligations must be complied
with. This 1s something that you may want
to streamline

—Form 26

March 3, 2005 »*A generab Powesisvould suffice _n_




PCT National Phase Filing

»Additional documents for PCT National Phase Applications
—ISR
—PCT Request
—IPER (if available)

—Copy of the transmittal of PCT IB 304 (verified English
translation of the priority document if not in English)

»*Agent can sign the verification
—Assignment — PCT Global Assignment would suffice
—Amendments under Articles 19 and/or 34
—The WIPO Publication Page
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Form 3 — Section 8 Obligations

—Section 8 mandates the applicant to do the following:

»File a statement setting out the details of all corresponding
applications — at the time of lodgment;

=File an undertaking that the Applicant will keep the
Controller posted of the details of all corresponding foreign
applications. This must be done within 3 months of filing
such corresponding applications;

=If the Controller asks, at the time of examination, typically,
to furnish additional information regarding such applications
— the additional information can include — search and
examination reports
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Late Filing

=Late Filing of all forms/documents possible (including
Form — 3)

March 3, 2005

—By submitting a petition Under rule 138

—If late filing leads to amendments of documents
already filed, another petition Under Rule 137 is
required

—As for PCT National Phase Applications, if priority
document is not filed, the Patent Office will invite
the Applicant to file it and in 3 months the Applicant

mustdo SO 105 ex orais




Request For Examination (RFE)

*RFE Is introduced by the Patents Amendment
Act, 2002 that came into force on May 20, 2003

* [ here is a rather tricky timeline that an Applicant
will have to keep a watch to compute the deadline

to file RFE

*| will explain this with the following flow charts
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REQUEST FOR
EXAMINATION FOR
CONVENTION APPLICATION

CONVENTION APPLICATION

v

v

PRE 2005, JANUARY 1

POST 2005, JANUARY 1

.

CONVENTION
PRIORITY DATE

v

INDIAN FILING DATE

v

CONVENTION

l 18 Months

PUBLICATION

v

48 MONTHS FROM THE
FILING DATE

36 MONTHS FROM THE
PRIORITY DATE

!

VYWHICHEVER IS
LATER
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REQUEST FOR
EXAMINATION FOR
DIVISIONAL APPLICATION

DIVISIONAL APPLICATION

l

v

v

PRE 2005, JANUARY 1

POST 2005, JANUARY 1

Y

PRIORITY DATE OF
THE BASIC

v

" APPLICATION

v

FILING DATE OF THE

PRIORITY DATE OF
THE BASIC
APPLICATION

v

BASIC APPLICATION

36 MONTHS FROM THE

PRIORITY DATE e e f|
OR
FILING DATE
6 MONTHS FROM THE :
DATE OF FILING OF —™
—— |

THE DIVISIONAL
APPTICATTION

48 MONTHS FROM
THE FILING DATE

]

WHICHEVER IS
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FILING DATE OF THE
BASIC APPLICATION

36 MONTHS FROM
PRIORITY DATE
OR
FILING DATE

v’

6 MONTHS FROM THE
DATE OF FILING
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PROVISIONAL PCT INTERNATIONAL BASIC CONVENTION
APPLICATION APPLICATION APPLICATION
12 Months l ) l l
COMPLETE PATENT INDIAN NATIONAL INDIAN CONVENTION
APPLICATION PHASE APPLICATION APPLICATION
[ . |
PUBLICATION
(18 months)
REPRESENTATION
(After publication, till grant) : —> :

REQUEST FOR EXAMINATION
(After publication, but within 36 months from
date of priority or date of filing)

Within 3 months from
-the date on which the
Reference is made by
the Controller to the
h 4 Examiner
FIRST STATEMENT OF OBJECTIONS
(May consider Representation)

|

RESPONSE TO OFFICE ACTION
‘ (6 months)
(+ 3 months and/or Hearing)

Objections Stand

Objections Compﬁed
REJECTION

GRANT
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PCT TIMELINE A — PCT filing at the end of the priority year

FET fling FCT publicationdate  Filing dermand
Firstfiling 1 P
( pricrity dats) i ! | Chapter |
B | e | iried
i ! ———a -4 ! phasa entry
! i ] i (in most Cffices)
1 |
1 I 1 1
! ! | 20 Chapter |
_ oW W e W --"®  national
imonths] 12 16 18 149 '-C'::“h- phas= entry
| [ | | %k (in afew Offices)
M )
1 mnth from filing: i !
___Fay PCT fess | 2 menthis from | SR !
filz clams amendments | A
i 28
i Chapter |
during PCT preliminary examination; | .-'?-. niaticnal
file amendments andfor arcguments ! H phase
"""""""""""""""""" i antry
PCT prafiminary E
_examination repart (IPER)|
! L |
Main decisions 1 19 20 30
T s e N S
PCT fing fiing demand  Chapsr |  hapters [ and §
WIRD nahions! phase eniry nationa! phase eniry
Timalnec-1
2r.|.o
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PCT TIMELINE B — PCT filing as first filing

PCT s=arch
report (ISR) FCT publication date — Filing darmand
PCT first filing H P
{priority date) i Early filing ] | Chapter |
------------ : I of demzind : I national
! e I ! phase entry
I . i | {in most Ofices)
1 1 ]
i ! i | 20 Chapter |
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Transmittal, Basic + SearchPeesi 777777
i
1
i Chapter I
during PCT preiminary examination: | -";"L national
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1
FCT praliminary :
‘examination report (| PER)]
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WIPO of dermand naticnal phase eniry naticnal phase eniry
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280802
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REQUEST FOR
EXAMINATION FOR PCT
NATIONAL PHASE
APPLICATION

PCT NATIONAIL PHASE
APPLICATION

v

PRE 2005, JANUARY 1

v

PRIORITY DATE

v

INTERNATIONAL
FILING DATE

|

INDIAN FILING DATE

v

- 48 MONTHS FROM

FILING DATE [

- 36 MONTHS FROM

PRIORITY DATE

WHICHEVER IS
LATER

v

POST 2005, JANUARY 1

!

PRIORITY DATE

v

INTERNATIONAL

FILING DATE

|

INDIAN FILING DATE

v’

e 36 MONTHS FROM

DATE OF PRIORITY

" 36 MONTHS FROM

> DATE OF FILING

WCHICHEVER IS
EARLIER
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Opposition Phase

Now post-grant opposition

The timeline to file notice of opposition has been
increased to 1 year from the date of publication of grant of
a patent. Earlier this period was 4 (+1) months from the
date of publication of the acceptance of the complete
specification.

Notice of Opposition must be filed in Form 7. The
Notice must be filed within 1 year from the date of
publication of the grant of patent.
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Thank You
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